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Application/Control Number: 10/526,342 
Art Unit: 1754 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 7-11, and 15-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pope ‘926. 

Pope teaches a process of producing precipitated calcium carbonate, comprising 
the steps of: (a) providing 98% calcium hydroxide (Column 9 Lines 46-51 , Claims 3 and 
4): (b) carbonating the calcium hydroxide with carbon dioxide gas for a time sufficient to 
at least partially convert the calcium hydroxide to calcium carbonate (Claims 3 and 4); 

(c) comminuting the at least partially converted calcium hydroxide (Claim 3 and 4); and 

(d) sequentially repeating steps of carbonating and comminuting for a time sufficient to 
substantially convert the calcium hydroxide to calcium carbonate having at least about a 
90 weight percent conversion to calcium carbonate and having a solids concentration of 
at least about 90 weight percent (Claims 3 and 4). Because the process of Pope is 
continuous it inherently makes repeated steps of carbonating the calcium hydroxide 
until at least a 99% conversion is achieved (Claims 3 and 4). Pope teaches that the 
moisture content in the precipitated calcium carbonate is between 10 and 20 percent 
(Claim 3). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-6, 12-14, and 17-20 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pope ‘926 as applied to claims 1-3, 7-11, and 15-16 above, and 
further in view of Pope ‘926. 

Pope teaches a process of making calcium hydroxide by mixing calcium oxide 
and water at an elevated temperature of about 200 degrees F (Column 8 Lines 38-45). 

Since Pope teaches that the calcium hydroxide producing process occurs 
simultaneously with the carbonating step. Pope does not disclose the water content of 
the calcium hydroxide produced from the process. However, it would have been obvious 
to use the process of making calcium hydroxide taught by Pope to make the 98% 
calcium hydroxide that is required by^ppe (Example 2). 

Further, it would have been obvious to produce a calcium hydroxide substantially 
free from water by mixing calcium oxide with water by the process of Pope, since Pope 
teaches that the carbonate pigment has a moisture content of about 10 percent (Claim 
3). 
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Also, It is well settled that determination of optimum values such as these 
process parameters is within the skill of one practicing in the art. In re Boesch, 205 
USPQ 215 (CPA 1980). 

With respect to claims 17-20, any difference by the product by process limitations 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made because where the examiner has found a substantially similar product as in 
the applied prior art the burden of proof is shifted to the applicant to establish that their 
product is patentably distinct not the examiner to show the same process of making, 
see In re Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 
USPQ2d 1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Fiorito whose telephone number is (571)272- 
7426. The examiner can normally be reached on 9am - 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 





